Jay Erstling

Intellectual Property Experience

Professor of Law, Mitchell Hamline School of Law, St. Paul, Minnesota (2007-2015;
Professor Emeritus, 2015-present)
= Teach comparative and international patent law
» Research and publish in the area of international intellectual property law and
policy, trade and development
= Spearhead an initiative to increase the diversity of the patent law student body
= Created the William Mitchell Intellectual Property Law Clinic, one of the first
clinics selected to participate in the USPTO clinic certification program
= Member of the Mitchell Hamline Intellectual Property Institute

Special Counsel, Patterson Thuente IP, Minneapolis, Minnesota (2007-2021)

= Advised clients on international IP strategies, PCT issues, intellectual property
portfolio management, foreign enforcement, and developments in foreign and
international intellectual property law and practice

» Provided strategic counsel and represent clients as an expert witness or
consultant on matters relating to the PCT, Paris Convention, TRIPS or other
international treaties

= Bridged relationships with foreign intellectual property offices and counsel, and
delivered training on best practices

Director, Office of the Patent Cooperation Treaty (PCT), and Director-Advisor on PCT
Matters, World Intellectual Property Organization (WIPO), Geneva, Switzerland (2002-
2007)
= Responsible for the functioning and wellbeing of the PCT (international patent)
system, including:
o Administration of the worldwide PCT legal framework
o Development and implementation of PCT rules and policy
o Oversight of procedures for search, examination and processing of PCT
applications
o Maintenance of effective working relations with PCT member countries
o Provision of information, training and support to users of the PCT system
o Assurance of the PCT system’s financial wellbeing

Officer, Fredrikson & Byron P.A., Minneapolis, Minnesota (1999-2002)
= Member of the Intellectual Property and International Law Practice Groups, with
a practice focus on international patent prosecution and litigation, international
licensing, and copyright and trademark litigation support
Professor and Chair, Department of Legal Studies in Business, University of St.
Thomas, St. Paul, Minnesota (1986-2002)
= Taught courses in International Business Law, Intellectual Property Law, Legal
Environment of Business, and Science and the Law



Legal Officer/Senior Legal Officer, Industrial Property Division, WIPO, Geneva,

Switzerland (1976-1986)
= Assisted developing countries in the creation and modernization of intellectual
property legislation
» Drafted intellectual property policy studies and legislative texts for consideration
by intergovernmental bodies

International Consulting Activity

Consultant on intellectual property reform, including revision of copyright, patent,
trademark and IP licensing legislation; TRIPS compliance; legal education; intellectual
property management; and international business practices:

= US Agency for International Development (USAID)

o Nepal (NEAT project): Carried out country review and developed training
materials on intellectual property protection, administration and
enforcement

o Jordan (AMIR Project): Carried out a legislative reform project to ensure
TRIPS conformity

o Lebanon: Meetings and consultations with local intellectual property
stakeholders

o SriLanka: Carried out country review for 301 compliance

o Asia Private Enterprise Branch: Prepared regional intellectual property
status report

= US State Department:

o Nigeria: Taught and provided training on intellectual property at the
Nigerian Law School; held meetings and consultations with intellectual
property stakeholders and government officials

o SriLanka: Worked with law school faculty to develop syllabi and
educational materials on intellectual property law, international business
transactions, and clinical legal education

o State Department speaker in Barbados, Egypt, India, Israel, Jamaica,
Nepal, Pakistan, Saudi Arabia, Turkey, and the West Bank

= The Asia Foundation:

o Bangladesh: Carried out legal education curriculum review for the
Bangladesh Bar Council and proposed measures for revision and reform

o Nepal: Consulted on intellectual property project proposal

o SriLanka: Participated in legal education modernization project with the
University of Colombo

Education

Cornell Law School, JD, 1974
Cornell University, BS, 1971



Honors and Distinctions

Fulbright Scholar
= Fulbright Senior Scholar, Sri Lanka and Cyprus
= Recipient, Fulbright Alumni Initiatives Award

Indo-American Fellow in New Delhi and Bangalore

Minnesota Attorney of the Year Award, 2014 (named by Minnesota Lawyer Magazine)
Attorney of the Month (Attorney at Law Magazine, April 2016)

Included in IAM Strategy 300: The World's Leading IP Strategists

Profiled in Manufacturing Business and the Law: A Guide to the Laws, Regulations and
Careers of the U.S. Manufacturing Revival (Richard L. Hermann, ABA, 2015; Ch. 56)

Adjunct Professor/Visiting Lecturer: Taught international and comparative intellectual
property law courses at:
= University of Minnesota Law School, University of Hawaii (Manoa), Northwest
University (Xian, China), National Law School of India (Bangalore), University of
Colombo Faculty of Law (Sri Lanka), Intercollege (Nicosia, Cyprus), Vytautus
Magnus University Faculty of Law (Lithuania), Korea Development Institute
School

Languages

English mother tongue; fluent in French; basic reading knowledge of Spanish
Affiliations

Member of the Bars of Minnesota and Pennsylvania
» Admitted in the US Court of Appeals for the Federal Circuit

American Bar Association — Section of Intellectual Property Law
= Past Liaison to the WIPO Standing Committee on the Law of Patents
= Former member of the ABA-IPL Books Editorial Board

Fellow of the American Intellectual Property Law Association (AIPLA)

= Past Co-Chair, International and Foreign Laws Committee

» Past Chair, Special Committee on Pro Bono Practice and PCT Issues Committ
International Association for the Protection of Intellectual Property (AIPPI) and AIPPI-
us

Professional Involvement




Global Intellectual Property Alliance
= Member of the Board

Legal CORPS
» Founding Member, Legal CORPS Inventors Assistance Program
= Member, Inventors Assistance Committee

America Invents Act Pro Bono Advisory Council
= Founding member, retired

Selected Recent Publications

Books:

The Practitioner’s Guide to the PCT, Revised Edition, American Bar Association —
Intellectual Property Law Section, 2023 (with Megan Miller); First Edition, 2013 (with
Samson Helfgott and David Reed).

International Patent Law and Policy, West (American Casebook Series), 2013 (with
Margo Bagley and Ruth Okediji).

What is a Trademark (5" ed.) (monograph), American Bar Association — Intellectual
Property Law Section, 2024 (Contributor with Theodore Davis Jr. and Megan Miller); 4t
Edition, 2021 (with Theodore Davis Jr. and Megan Miller).

Articles:

“The Indian Patent System: A Decade in Review,” Cybaris, an Intellectual Property Law
Review, Vol. 8, Issue 1, Article 2 (with Vindhya S. Mani, Divyanshu Srivastava, and
Mukundan Chakrapani), available at http://open.mitchellhamline.edu/cybaris/vol8iss1/2,
2017

“How China Became an IP Superpower,” Law360, May 10, 2017
“The Trans-Pacific Partnership — an Opportunity Lost?” Star Tribune, March 20, 2017

“What U.S. Patent Owners Lost in Trump’s TPP Pullout,” CFO Magazine, March 17,
2017

“What Brexit Means for U.K., E.U. Intellectual Property Rights,” IP Law360, October
2016

“Brexit, IP, and the Medical Device Industry,” mddionline.com, July 29, 2016

“Patent World Expanding, But Work Sharing Helps,” Minnesota Lawyer, December 15,
2015


http://open.mitchellhamline.edu/cybaris/vol8iss1/2

“A Framework for Patent Exhaustion from Foreign Sales,” XXV Fordham Intellectual
Property, Media, and Entertainment Law Journal 499 (2015) (with Frederik Struve)

“A New Route to International Design Protection,” Ideas on Intellectual Property Law
(August/September 2015)

“Work Sharing is Bringing the Patent World Closer Together,” Ideas on Intellectual
Property Law (October/November 2013)

“A Different State of Grace: The New Grace Period under the AlA,” 5 Landslide 48
(publication of the ABA Section of Intellectual Property Law, July/August 2013) (with
Heath Hoglund and Frederik Struve)

“Usefulness Varies by Country: The Utility Requirement of Patent Law in the United
States, Europe, and Canada,” 3 Cybaris: William Mitchell College of Law Intellectual
Property Law Review 1 (2012) (with Amy Salmela and Justin Woo)

“Patent Law and the Duty of Candor: Rethinking the Limits of Disclosure,” 44 Creighton
Law Review 329 (February 2011)

“IP in Modern Day China: A Look at the Evolving Patent Landscape,” Ideas on
Intellectual Property Law (June/July 2010)

“Korea’s Patent Policy and Its Impact on Economic Development: A Model for
Emerging Countries?”, 11 San Diego International Law Journal 441 (Spring 2010) (with
Ryan Strom)

“Transatlantic Patenting,” 2 Landslide 30 (November/December 2009) (with Gwilym
Roberts and Christian Girtz)

“PCT Supplementary International Search (SIS),” IPO Committee Newsletter, July 2009

“Using Patents to Protect Traditional Knowledge,” 15 Texas Wesleyan Law Journal 295
(Spring 2009)

El Tratado de Cooperacion de Patentes: en el centro del sistema internacional de
patentes,” El Derecho, Diario de Doctrina y Jurisprudencia (Universidad Catdlica
Argentina), No. 12.053, July 2008 (with Martin Etcheverry)

“Harmonisons enfin les brevets” (invited op-ed article), Tribune de Genéve, September
26, 2007

“The Patent Cooperation Treaty: At the Center of the International Patent System,” 32
William Mitchell Law Review 1583 (2006, with Isabelle Boutillon)



Selected Recent Presentations

“Making Best use of the PCT,” Indian American Chamber of Commerce webinar,
January 2021.

“The Patent Prosecution Highway: Collaboration is the Key,” Global Intellectual
Property Convention 2020, January 2020

“How Patents Add Value to a Business,” Indian American Chamber of Commerce,
Hyderabad, January 2020

“‘Demystifying the PCT — Practice and Strategies” (Advanced IP Professional Course),
Patent Resources Group, Scottsdale, AZ, October 2019

“International IP Traps that Can Doom Prosecution,” Dennemeyer webinar, February
2019

“Update: the Hague Agreement for the International Deposit of Industrial Designs,”
Minnesota IP Law Association, January 2019

“Priority under the Paris Convention: Are National/Regional ‘Sonderwegge’
Acceptable? — The CRISPR/Cas9 Case,” Rhineland Biopatent Forum, June 2018

“The Equivalence or Not of the Doctrine of Equivalents around the World,” AIPLA Spring
Meeting, May 2018

“Making Intelligent PCT Choices,” AIPLA Webinar, March 2018

“Harnessing Intellectual Property for Sustainable Growth in Bangladesh,” Prime
Minister’s Office, Dhaka, Bangladesh, September 2017

“The Role of Intellectual Property for the Growth of the ICT Industry in Bangladesh,”
Bangladesh Computer Council, Government of Bangladesh, Dhaka, September 2017

“International Patenting: Paris Convention, PCT, and Patent Prosecution Highway,”
AGR Seminar on Intellectual Property Rights, Hyderabad, India, September 2017

“IP in an Ever-Evolving World,” The Dennemeyer Future of IP and Technology Law
Forum (keynote speaker), Palo Alto, CA, San Diego, CA, Austin, TX, Chicago, IL,
Minneapolis, MN, Boston, MA, New York, NY, March-June 2017; and Association of
Legal Administrators annual meeting, October 2107

“Biosimilars: A U.S. Perspective,” Global IP Convention, New Delhi, India, January
2017

“India, Patents and the PCT,” K&S Partners Client Seminar, Hyderabad, January 2017



“Intellectual Property: Who Benefits from Traditional Knowledge?” 39" Annual Fulbright
Association Conference, November 2016

“Current State of US Patentable Subject Matter and the Trans Pacific Partnership’s
Potential Impact on Pharmaceutical and Biotech IP,” Global IP Convention, New Delhi,
India, January 2016

“Ethical Representation of Every Client: Paying or Pro Bono,” AIPLA CLE webinar,
December 2015 (with Mark Privratsky, Lindquist & Vennum)

“Before and After the America Invents Act,” World IP Forum: IP as a Commercial Tool in
Designing the Future, Bangkok, Thailand, September 2015

“Gene and Biotechnology Patenting: An International and Comparative View,” Union
Internationale des Avocats, May 2015

“Protecting Intellectual Property Outside the U.S.,” Intellectual Property Essentials for
the Non-IP Attorney, Minnesota Continuing Legal Education, April 2015

“‘Enforcement and Patentable Subject Matter: The US Dilemma,” 2015 Global
Intellectual Property Convention, Mumbai, India, January 2015

“Taking Advantage of the PCT: Strategies, Tips, and Best Practices,” 2015 World
Intellectual Property Forum, New Delhi, India, January 2015

“Collaborative Approaches to Global Patenting,” 2014 Design of Medical Devices
Conference, University of Minnesota, April 2014

“Patent Law Pro Bono: How and Why,” ABA-IPL and ABA Center for Professional
Responsibility webinar, August 2013

Faculty and Chair, “AIPLA PCT Annual Seminar,” Washington, D.C., July 2013, 2012,
and 2011

“The Quest for a Global Patent: How Close Are We Getting?”, 2013 Design of Medical
Devices Conference, University of Minnesota, April 2013

“US Perceptions of Pharmaceutical Patenting in India,” ITAG Global Intellectual
Property Conference, Bangalore, India, January 2013

“America Invents Act Pro Bono Program for Inventors and Small Businesses,” PLI
webinar, January 2013

“America Invents Act and Patent Law Updates,” Korean Intellectual Property Office,
Daejeon, Korea, October 2012



“‘New Developments in International Intellectual Property,” 2012 Midwest Intellectual
Property Institute, Minneapolis, September 2012

“Promises and Predictions: A Paradigm Shift for Patentable Utility?”ABA Annual
Meeting, Chicago, August 2012

“International Patent Law and PCT Developments,” 2012 Minnesota State Bar
Association International Business Law Institute, Minneapolis, May 2012

“Treaty Obligations Pertaining to Patentable Utility,” IPIC Comparative Intellectual
Property Law Symposium, Ottawa, Canada, April 2012

Additional presentations on aspects of international intellectual property law at
conferences organized by:

Harvard Law School, UCLA Law School, William Mitchell College of Law,
Hebrew University Faculty of Law, University of Haifa Faculty of Law, Jerusalem
College of Technology (Center for Business Ethics and Social Responsibility),
India Institute of Technology (Kharagpur), National Law School of India
(Bangalore), Jiaotang University (Xian), Fudan University (Shanghai), Chinese
Academy of Engineering, George Washington University Law School

National Association of Patent Professionals, Intellectual Property Institute of
Canada, Féderation internationale des conseils en propriété intéllectuelle, Japan
Patent Attorneys Association, International Intellectual Property Society, State
Intellectual Property Office of China, Korean Intellectual Property Office, Korean
Invention Promotion Agency, Indian Council on Scientific and Industrial
Research, American Bar Association, American Intellectual Property Law
Association, Global Institute for Intellectual Property

3M, Cargqill, Dolby Laboratories, DuPont, Ford, ITW, Tata Consulting, Infosys



